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A Catheter 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Dear Sir: 



Following a Final Office Action dated March 29, 2007, Applicant submits the 
present Request for Formal Review, by a panel of examiners, of the legal and factual 
basis of the rejections pending in the present case, in accordance with the Pre-Appeal 
Brief Conference Pilot Program. 1 Applicant believes that the issues are well-posed for 
appeal, and request formal review prior to appeal on the following grounds: 

I. Background Synopsis of Subject Matter 

The claims of the instant application relate to a vascular catheter that includes a 
displacement detector. 

II. Synopsis of Status of the Case 

Claims 15-29 are pending. Claims 15-20 and 24-29 stand rejected under 35 
U.S.C. §102(a) as being anticipated by Diamantopoulos (WO 01/74263). Claims 21-23 
stand rejected under 35 U.S.C. §103 as obvious from Diamantopoulos in view of Acker 
(U.S. Patent 5,833,608). 



1 Official Gazette of the United States Patent and Trademark Office, vol. 1296, Number 2, (July 12, 2005). 
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III. Issue for Review Prior to Appeal: 

1. A prima facie anticipation or obviousness rejection is improper when claim 
limitations are not found in the cited prior art reference(s). 

It is well settled that a claim is invalid as anticipated under 35 U.S.C. § 102 only 
if a single prior art reference discloses either expressly or inherently, each limitation of 
the claim. In re Cruciferous Sprout Litigation, 301 F.3d 1343 (Fed. Cir. 2002). And, as 
set forth in MPEP §§2143 and 2143.03, the cited prior art references must teach or 
suggest all claim limitations before a prima facie case of obviousness can be made. 
Neither Diamantopoulos nor Acker teaches or suggests, alone or in combination, each 
and every limitation of the present claims. 

Independent Claim 15 is directed to a catheter that includes at least one resiliently 
biased projection and at least one displacement detector. The displacement detector 
generates a signal which varies as a function of radial displacement of the resiliently 
biased projection relative to the longitudinal axis of the catheter. The cited references do 
not teach a catheter with such a displacement detector. 

Diamantopoulos teaches a catheter having thermal sensors which just measures 
temperature. See the Abstract. The Examiner points to discussion in Diamantopoulos 
regarding vessel mapping based on temperature profile for detection of inflamed or 
unstable plaque. Page 2, line 28-page 3, line 3. But the mere fact that in that specific 
situation temperature is varying radially is not the same thing as the sensor signal varying 
as a function of radial displacement. The sensor signal in Diamantopoulos is still a 
function of and responding to changes in temperature, not radial displacement. There are 
obviously many regions within the vessels in which temperature is relatively constant 
throughout such that the sensor in Diamantopoulos will not vary with radial 
displacement. 

The logical fallacy in the Examiner's reasoning is exposed by a simple analogy. If 
a claim required a sensor which varied as a function of time , it would not be taught by a 
sensor which varied as a function of light . Light might arguably change as between day 
and night, but it also changes in response to clouds, rain, shadows, moonlight, etc. And 
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the light sensor signal is not changing as a function of time, for example, it will be 
unchanging throughout the length of a moonless night or sunny day. So a light sensor is 
dependent on and responsive to changes in time, so a light sensor would change 
responsive to and as a function of time. 

It is the same here with the claimed radial displacement sensor and the cited 
temperature sensor. While in the single very specific circumstance cited temperature 
changes with radial displacement, blood temperature also changes with other variables 
such as displacement from the skin surface, activity level of the person, digestion activity, 
etc. So Diamantopoulos' temperature sensor is not changing in as a function of and in 
dependence on radial displacement as required by claim 15. 

Similarly, the position sensor disclosed in Acker is located within a probe and is 
used to determine a position of the probe itself. The sensor does not, however, generate a 
signal that varies as a function of displacement of portion of the probe from the 
longitudinal axis of the probe. 

For at least the foregoing reasons, Claim 15 is patentable over the cited 
references. Claims 16-29 depend from Claim 15 and, therefore, are patentable for at least 
the same reasons. 

Accordingly, it is submitted that the Examiner's rejection of this application is 
untenable and were this application to proceed to a full Appeal before the Board of 
Appeals and Interferences, the Examiner would clearly by reversed. The arguments 
presented in the responses to each of the previous office actions associated with this 
application are also maintained. 

IV. Conclusion 

The cited references fail to disclose all of the limitations of the present claims. 
Thus, it is respectfully submitted that a prima facie case of obviousness can be properly 
made or sustained based on the references relied upon by the Examiner. Therefore, 
allowance of all claims is respectfully requested. 
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BROMBERG & SUNSTEIN LLP 
125 Summer Street, 1 1 th Floor 
Boston, MA 021 10-1618 
(617) 443-9292 

112667 00108 691306.1 



Respectfully submitted, 

/JavSandvos. #43.900 / 

Jay Sandvos 
Registration No. 43,900 
Attorney for Applicant 



